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Art Unit: 1771 

DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informality: The continuation 
information (see page 1) does not indicate that application 10/337,383 is now US Patent 
6,723,21 1. Appropriate correction is requested. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1. 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claims 1, 3-5, 8-11, 15, 17-20, 23-26, 30, 32 and 34 are rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over the claims of 
USPN 6,686,050 to Lingle et al. (hereinafter referred to as Lingle) in view of USPN 5,153,054 to 
Depauw et al. (hereinafter referred to as Depauw). 

Regarding claims 1, 3-5, 8-11,15, 17-20, 23-26, 30, 32 and 34, Lingle claims (see claims 
1, 7, 9, 14-15, 17-18, 21 and 23) a coated article comprising a coating supported by a glass 
substrate, the coating comprising fi-om the glass substrate outwardly at least the following layers: 

at least one dielectric layer 



an IR reflecting layer (silver, see claim 14) 
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a contact layer (oxide of NiCr, see claim 7) 
at least one dielectric layer 
an IR reflecting layer (silver, see claim 14) 
a contact layer (oxide of NiCr, see claim 7) 
at least one dielectric layer. 

Lingle does not specifically mention placing a zinc oxide layer directly below each silver 
layer while also placing a zinc oxide layer above the overlying contact (sacrificial) layers, but 
Depauw discloses that it is known in the art to place a zinc oxide layer directly below each silver 
layer while also placing a zinc oxide layer above the overlying sacrificial layers to protect the 
silver layer against corrosion (see entire document including column 3, lines 14-37, column 6, 
lines 26-35 and column 7, lines 41-50). Depauw even discloses that the location of the zinc 
oxide layer above the sacrificial metal layers is particularly important (column 4, lines 6-18). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to place a zinc oxide layer directly below each silver layer while also placing a zinc oxide 
layer above the overlying sacrificial layers, because the zinc oxide layers would protect the silver 
layer against corrosion. 

Regarding claims 3, 9-1 1, 17 and 24-26, Lingle claims that the coated article may be heat 
treated (see claim 23). 

Regarding claims 4-5, 8, 19-20, 23, 30 and 32, Lingle claims that the dielectric layers 
may comprise silicon rich silicon nitride wherein x/y is from 0.76 to 1.5 (see claims 1, 9, 18 and 
21). 
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Regarding claims 9-11,17 and 24-26, considering that the coated article is substantially 
identical in terms of substrate, structure, layer materials, and layer thicknesses, compared to the 
claimed article (and the article taught by the specification), it appears that the coated article 
inherently possesses the claimed properties. 

The Patent and Trademark Office can require applicants to prove that prior art products 
do not necessarily or inherently possess characteristics of claimed products where claimed and 
prior art products are identical or substantially identical, or are produced by identical or 
substantially identical processes; burden of proof is on applicants where rejection based on 
inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly 
or alternatively, and Patent and Trademark Office's inability to manufacture products or to 
obtain and compare prior art products evidences faimess of this rejection, In re Best, Bolton, and 
Shaw, 195 USPQ 431 (CCPA 1977). 

4. Claims 2 and 16 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over the claims of USPN 6,686,050 to Lingle in view of 
USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 8-11, 15, 17-20, 23-26, 30, 32 and 34 
above, and further in view of any one of USPN 6,316,1 10 to Anzaki et al. (hereinafter referred to 
as Anzaki) or USPN 6,398,925 to Arbab et al. (hereinafter referred to as Arbab). 

The applied prior art does not specifically mention adding aluminum to the zinc oxide 
layers, but Anzaki and Arbab each disclose that it is known in the art to add aluhiinum to zinc 
oxide layers that protect a silver layer firom oxidation to improve adhesion to the silver layers 
and/or to make the zinc oxide layer conductive (see entire documents including column 1, lines 
42-51 of Anzaki and column 4, lines 20-32 of Arbab). It would have been obvious to one having 
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ordinary skill in the art at the time the invention was made to make the zinc oxide layers from 
any suitable 2dnc oxide material, such as zinc oxide comprising aluminum, because the 
aluminum improves adhesion to the silver layers and/or because the aluminum makes the zinc 
oxide conductive, and because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability. 

5. Claims 6-7 and 21-22 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over the claims of USPN 6,686,050 to Lingle in 
view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 8-11, 15, 17-20, 23-26, 30, 32 
and 34 above, and further in view of USPN 5,718,980 to Koch et al. (hereinafter referred to as 
Koch). 

Lingle does not specifically claim a multi-layer dielectric layer, but Koch discloses that it 
is known in the art to use a silicon nitride dielectric layer or a multi-layer comprising a silicon 
nitride layer and a tin oxide layer (see entire document including column 3, lines 35-47). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to make the dielectric layer from any suitable dielectric material, such as a multi-layer of 
silicon nitride and tin oxide, because the multi-layer possesses the advantages of each layer, and 
because it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability. 

6. Claims 12-14, 27-29, 31 and 33 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over the claims of USPN 6,686,050 to 
Lingle in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 8-1 1, 15, 17-20, 23- 
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26, 30, 32 and 34 above, and further in view of USPN 5,837,361 to Glaser et al. (hereinafter 
referred to as Glaser). 

Lingle does not specifically claim that the coated article comprises a laminate, but Glaser 
discloses that it is known in the art to form a laminate so that the coated article can be used for 
anti-solar windows or as a motor vehicle window (see entire document including column 4, lines 
25-33). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form a laminate, because the coated article could then be used for anti- 
solar windows or as a motor vehicle window. Considering that the coated article is substantially 
identical in terms of substrate, structure, layer materials, and layer thicknesses, compared to the 
claimed article (and the article taught by the specification), it appears that the coated article 
inherently possesses the claimed properties. 

7, Claims 12-14, 27-29, 31 and 33 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over the claims of USPN 6,686,050 to 
Lingle in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 8-11, 15, 17-20, 23- 
26, 30, 32 and 34 above, and further in view of USPN 5,557,462 to Hartig et al. (hereinafter 
referred to as Hartig). 

Lingle does not specifically claim that the coated article comprises a laminate, but Hartig 
and discloses that it is known in the art to laminate a coated article to another glass substrate to 
form an insulated glass window unit (see column 1, lines 13-24). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to laminate the 
coated article to another glass substrate, because the laminate could be used as an insulated glass 
window unit. Considering that the coated article is substantially identical in terms of substrate. 
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structure, layer materials, and layer thicknesses, compared to the claimed article (and the article 
taught by the specification), it appears that the coated article inherently possesses the claimed 
properties. 

Claim Rejections - 35 USC § 102/103 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claim 34 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, under 
35 U.S.C. 103(a) as obvious over USPN 5,153,054 to Depauw. 

Depauw discloses a coated article (see entire document including colunm 3, lines 21-37, 
column 6, lines 26-35, and column 7, lines 41-50) comprising a coating supported by a glass 
substrate wherein the coating comprises the following layers in the recited order from the glass 
substrate outwardly: 

a zinc oxide layer 

a silver layer contacting the zinc oxide layer 

a stainless steel oxide layer (inherently contains Cr) contacting the silver layer 
a second zinc oxide layer contacting the stainless steel layer. 
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Claim Rejections - 35 USC §103 
11. Claims 1,3-7,9-15, 17-22 and 24-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 5,837,361 to Glaser in view of USPN 5,153,054 to Depauw. 

Regarding claims 1, 3-7, 9-15, 17-22 and 24-34, Glaser discloses (see entire document 
including column 3, lines 17-66 and column 4, lines 45-58) a coated article comprising a coating 
supported by a glass substrate, the coating comprising at least the following layers from the glass 
substrate outwardly: 

a dielectric layer 

a zinc oxide layer 

a silver layer 

a nichrome oxide layer 

a dielectric layer 

a zinc oxide layer 

a silver layer 

a nichrome oxide layer 

a dielectric layer. 

Glaser does not specifically mention adding a zinc oxide layer above one or more of the 
sacrificial nichrome layers, but Depauw discloses that it is known in the art to a add a zinc oxide 
layer above sacrificial metal layers to protect the silver layer from corrosion (see entire document 
including column 3, lines 14-37). Depauw even discloses that the location of the zinc oxide 
layer above the sacrificial metal layers is particularly important (column 4, lines 6-18). It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
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place a zinc oxide layer above each of the overlying sacrificial metal layers, because the zinc 
oxide layers would protect the silver layer against corrosion. 

Regarding claims 3, 9-14, 17, 24-29, 31 and 33, Glaser does not specifically mention heat 
treating the coated article, but Depauw discloses that it is known in the art to heat treat an article 
to make it suitable for automotive applications (colunm 4, lines 25-40). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to heat treat the 
article, because heat treating allows for use of the coated article in automotive glass applications. 

Regarding claims 4-7, 19-22 and 30-33, Glaser discloses that the dielectric layers may 
comprise silicon nitride and/or a layer of tin oxide (column 3, lines 26-66). 

Regarding claims 9-14, 17, 24-29, 31 and 33, considering that the coated article is 
substantially identical in terms of substrate, structure, layer materials, and layer thicknesses, 
compared to the claimed article (and the article taught by the specification) it appears that the 
coated article inherently possesses the claimed properties. 

Regarding claims 12-14, 27-29, 31 and 33, Glaser discloses that the coated article may be 
laminated to another glass substrate (colunm 4, lines 25-33). 

12. Claims 2 and 16 are rejected under 35 U.S.C. 103(a) as being impatentable over USPN 
5,837,361 to Glaser in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-7, 9-15, 17- 
22 and 24-34 above, and fiirther in view of any one of USPN 6,316,1 10 to Anzaki or USPN 
6,398,925 to Arbab. 

The applied prior art does not specifically mention adding aluminum to the zinc oxide 
layers, but Anzaki and Arbab each disclose that it is known in the art to add aluminum to zinc 
oxide layers that protect a silver layer firom oxidation to improve adhesion to the silver layers 
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and/or to make the zinc oxide layer conductive (see entire documents including colunm 1, lines 
42-51 of Anzaki and column 4, lines 20-32 of Arbab). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the zinc oxide layers from 
any suitable zinc oxide material, such as zinc oxide comprising aluminum, because the 
aluminum improves adhesion to the silver layers and/or becauise the aluminum makes the zinc 
oxide conductive, and because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability. 

13. Claims 1, 3-5, 9-15, 17-20 and 24-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 5,557,462 to Hartig in view of USPN 5,153,054 to Depauw. 

Regarding claims 1, 3-5, 9-15, 17-20 and 24-34, Hartig discloses (see entire document 
including column 6, lines 23-67) a coated article comprising a coating supported by a glass 
substrate, the coating comprising at least the following layers from the glass substrate outwardly: 

a silicon nitride dielectric layer 

a silver layer 

a nichrome oxide layer 

a silicon nitride layer 

a silver layer 

a nichrome oxide layer 

a silicon nitride layer. 

Hartig does not specifically mention placing a zinc oxide layer directly below each silver 
layer while also placing a zinc oxide layer above the overlying sacrificial metal layers, but 
Depauw discloses that it is known in the art to place a zinc oxide layer directly below each silver 
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layer while also placing a zinc oxide layer above the overlying sacrificial metal layers to protect 
the silver layer against corrosion (see entire document including column 3, lines 14-37, column 
6, lines 26-35 and column 7, lines 41-50). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to place a zinc oxide layer directly below each 
silver layer while also placing a zinc oxide layer above the overlying sacrificial metal layers, 
because the zinc oxide layers would protect the silver layer against corrosion. 

Regarding claims 3, 12-14, 17, 24-29, 31 and 33, Hartig does not specifically mention 
heat treating the coated article, but Depauw discloses that it is known in the art to heat treat an 
article to make it suitable for automotive applications (column 4, lines 25-40). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to heat 
treat the article, because heat treating allows for use of the coated article in automotive glass 
applications. 

Regarding claims 9-14, 17, 24-29, 31 and 33, considering that the coated article is 
substantially identical in terms of substrate, structure, layer materials, and layer thicknesses, 
compared to the claimed article (and the article taught by the specification) it appears that the 
coated article inherently possesses the claimed properties. 

Regarding claims 12-14, 27-29, 31 and 33, Hartig discloses that the coated article may be 
laminated to another glass substrate (colunm 1, lines 14-24). 

14. Claims 2 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,557,462 to Hartig in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 9-15, 17- 
20 and 24-34 above, and further in view of any one of USPN 6,316,1 10 to Anzaki or USPN 
6,398,925 to Arbab. 
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The applied prior art does not specifically mention adding aluminum to the zinc oxide 
layers, but Anzaki and Arbab each disclose that it is known in the art to add aluminum to zinc 
oxide layers that protect a silver layer from oxidation to improve adhesion to the silver layers 
and/or to make the zinc oxide layer conductive (see entire documents including column 1, lines 
42-51 of Anzaki and column 4, lines 20-32 of Arbab). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the zinc oxide layers from 
any suitable zinc oxide material, such as zinc oxide comprising aluminum, because the 
aluminum improves adhesion to the silver layers and/or because the aluminum makes the zinc 
oxide conductive, and because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability. 

15. Claims 6-7 and 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 5,557,462 to Hartig in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 9- 
15, 17-20 and 24-34 above, and further in view of USPN 5,718,980 to Koch. 

Hartig does not specifically mention a using a multi-layer dielectric layer, but Koch 
discloses that it is known in the art to use a silicon nitride dielectric layer or a multi-layer 
comprising a silicon nitride layer and a tin oxide layer (see entire document including colvmin 3, 
lines 35-47). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the dielectric layer from any suitable dielectric material, such as a 
multi-layer of silicon nitride and tin oxide, because the multi-layer possesses the advantages of 
each layer, and because it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability. 
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16. Claims 1, 3-5, 9-11, 15, 17-20, 24-26, 30, 32 and 34 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over USPN 6,336,999 to Lenmier et ai. (hereinafter referred to as 
Lemmer) in view of USPN 5,153,054 to Depauw. 

Regarding claims 1, 3-5, 9-11, 15, 17-20, 24-26, 30, 32 and 34, Lemmer discloses (see 
entire document including Figure 2) a coated article comprising a coating supported by a glass 
substrate, the coating comprising at least the following layers from the glass substrate outwardly: 

a silicon nitride dielectric layer 

a silver layer 

a nichrome oxide layer 

a silicon nitride layer 

a silver layer 

a nichrome oxide layer 

a silicon nitride layer. 

Lemmer does not specifically mention placing a zinc oxide layer directly below each 
silver layer while also placing a zinc oxide layer above the overlying sacrificial metal layers, but 
Depauw discloses that it is known in the art to place a zinc oxide layer directly below each silver 
layer while also placing a zinc oxide layer above the overlying sacrificial metal layers to protect 
the silver layer against corrosion (see entire document including column 3, lines 14-37, column 
6, lines 26-35 and column 7, lines 41-50). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to place a zinc oxide layer directly below each 
silver layer while also placing a zinc oxide layer above the overlying sacrificial metal layers, 
because the zinc oxide layers would protect the silver layer against corrosion. 
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Regarding claims 3, 9-1 1, 17 and 24-26, Lemmer discloses that the coated article may be 
used for automotive windows (column 1, lines 9-17), but Lemmer does not specifically mention 
heat treating the coated article. Depauw discloses that it is known in the art to heat treat an 
article to make it suitable for automotive applications (column 4, lines 25-40). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to heat 
treat the article, because heat treating allows for use of the coated article in automotive glass 
applications. 

Regarding claims 9-11, 17 and 24-26, considering that the coated article is substantially 
identical in terms of substrate, structure, layer materials, and layer thicknesses, compared to the 
claimed article (and the article taught by the specification), it appears that the coated article 
inherently possesses the claimed properties. 

17. Claims 2 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,336,999 to Lemmer in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 9-1 1, 
15, 17-20, 24-26, 30, 32 and 34 above, and further in view of any one of USPN 6,316,1 10 to 
Anzaki or USPN 6,398,925 to Arbab. 

The applied prior art does not specifically mention adding aluminum to the zinc oxide 
layers, but Anzaki and Arbab each disclose that it is known in the art to add aluminum to zinc 
oxide layers that protect a silver layer from oxidation to improve adhesion to the silver layers 
and/or to make the zinc oxide layer conductive (see entire documents including column 1, lines 
42-51 of Anzaki and column 4, lines 20-32 of Arbab). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the zinc oxide layers from 
any suitable zinc oxide material, such as zinc oxide comprising aluminum, because the 
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aluminum improves adhesion to the silver layers and/or because the alimiinum makes the zinc 
oxide conductive, and because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability. 

1 8. Claims 6-7 and 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,336,999 to Lemmer in view of USPN 5,153,054 to Depauw as applied to claims 1, 3-5, 
9-11,15, 17-20, 24-26, 30, 32 and 34 above, and further in view of USPN 5,718,980 to Koch. 

Lemmer does not specifically mention a using a multi-layer dielectric layer, but Koch 
discloses that it is known in the art to use a silicon nitride dielectric layer or a multi-layer 
comprising a silicon nitride layer and a tin oxide layer (see entire document including column 3, 
lines 35-47). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the dielectric layer from any suitable dielectric material, such as a 
multi-layer of silicon nitride and tin oxide, because the multi-layer possesses the advantages of 
each layer, and because it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability. 

19. Claims 12-14, 27-29, 31 and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 6,336,999 to Lemmer in view of USPN 5,153,054 to Depauw as 
applied to claims 1, 3-5, 9-11, 15, 17-20, 24-26, 30, 32 and 34 above, and further in view of any 
one of USPN 5,557,462 to Hartig or Applicant's Disclosure. 

Lenmier does not specifically disclose that the coated article may be laminated to another 
glass substrate (column 1, lines 14-24), but Hartig and Applicant's Disclosure each disclose that 
it is known in the art to laminate a coated article to another glass substrate to form an insulated 
glass window unit (see column 1, Unes 13-24 of Hartig and [0003] of applicant's disclosure). 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to laminate the coated article to another glass substrate to form an insulated 
glass window unit. Considering that the coated article is substantially identical in terms of 
substrate, structure, layer materials, and layer thicknesses, compared to the claimed article (and 
the article taught by the specification), it appears that the coated article inherently possesses the 
claimed properties. 



Any inquiry conceming this conununication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541: 
The examiner can normally be reached on Monday-Friday (8:00-4:30), 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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